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GURFEIH, D.J.: 

111 Is is a case that turns on a vowel. The plaintiff 
and the defendant arc competitors in the manufacture of rain¬ 
coats. The defendant uses the trademark "Smug." It v/ould 
also like to use "Smog." The plaintiff doc3 not object to the 
defendant's using "Smug" but ban gone to the expense of a law¬ 
suit to prevent it from using "Strog." Similarly the defendant 









with respect tc the alleged unregistered marks on the ground 
of unfair competition exists under 28 U.S.C. § 1338. 

The defendant denies Infringement and unfair competi¬ 
tion. It contends that the words "Ilia Fog" and "Fog" have 
not been used by the plaintiff as trademarks and have, in any 
event, not acquired a secondary meaning identifying them with 
the raincoats sold by the plaintiff. It contends further 
that there is no likelihood of confusion between the trademark 
"Smog" and either the registered trademark "London Fog" or 
the claimed designation "The Fog" or "Fog." 

The patties have stipulated as follows: (1) The 
plaintiff's trademark "London Fog" was registered in the United 
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States Pate-til: Office cn Kirch P>, 1055, Rep,. Ho. 603,057, 
is valid and in effect, and tlfe plaintiff has advertised 
and cold raincoats under the trade-mark "London Foe" in 
interstate commerce since 1953. (?) The defendant began 

to advertise and sell raincoats under the trademark "Smog" 
in February 1960, applied for registration of that mark in 
1968, and action thereon has been suspended because the plain¬ 
tiff filed ar. opposition to the application. (3) \7hen the 
defendant adopted "Smog" ns its trademark, the defendant 
and its advertising agency were aware of the plaintiff's 
trademark and of its position as a major producer of rain¬ 
coats. (4) The defendant has not advertised its coats to the 
public unde’- the trademark "Sir.og." Alter its advertising 
of that mark appeared in a trade publication, the plaintiff 
protested its use and the defendant adopted the alternative 
trademark ’Smug" under which its raincoats have been adver¬ 
tised to the public. Ihe defendant lias continued, houever, 
to roll srm cents under the trademark "Smog," and its use 
of the nth r l*.adr.uavk is not to be regarded as an admission 
of intring<-:c.ent' o: oj abnr Jonment of the trademark "Smog." 

ioe r iik ,,t the trial of the permanent injunction 
disclosed mat, wni the plaintiff has twenty-nine registrations 
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unci applications in the Patent Office, of which three arc 
for "London Fog," the terms "The Fog" or "Fog" have never 
been the subject of an application for registration. The 
plaintiff has advertised goods bearing the trademark "London 
Fog" extensively over the years in various media. 

Tiie "London Fog" line is a higher-priced line 
than defendant's. The plaintiff also has a lesser-priced 
line of raincoats which it sells under the mark "Clipper Hist" 
(tr. 61). For a time the plaintiff engaged in an advertising 
campaign on behalf of its raincoats bearing the registered 
trademark "London Fog" by using the words "The Fog" in connec¬ 
tion with the campaign. The words "The Fog" were used in 
several ways. 

In the fall of 1966, an advertising campaign \ 7 as 
launched bv the distribution of a brochure to the trade which 
used as its theme the phrase "The Fearless Fogs." (tr. 27). 

In February 1967, the plaintiff distributed a film to re¬ 
tailers which included the phrase "1 love the Fog," referring 
to the raincoat vhich here* the trademark ' London Fog" (tr. 
27-2(1; Ex. 7;. Is. the miner of 1967, it distributed 
approximate 1 «/ 5,Of9 r.nr bearing the words "Ine log" to 
retailers to *,i\e to .* ,st:'te s. (tr. 28-29). There is no 
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evidence that, flic* buttons were distributed to customers, but 
ve ijv infer that some must have been in the ordinary course 
of business. From August to December, 1967, the plaintiff 
mounted an extensive advertising campaign to introduce its 
"The Tog" campaign which consisted of the adventures of a 
Superman or Batman character clothed in a London Fog raincoat, 
who was himself named "The Fog." (tr. 29-30; Fxs. 6A & 6B) . 

Isolated instances of other advertisements by retail 
stores before 1966, showing a slogan "join our Fog-of-the-Month 
Club" and another shoving "when it pours -- it reigns -- 
Come Fpring every Fog ;»as its day" were introduced into 
evidence. (Exs. 768). In conjunction with the carefree 
punning allowed department store copywriters, there v?as also a 
reference to "London Fog." 

The defendant, in the Spring of 1968, advertised 
to the trade in Women's Wear Daily (Ex. !4D) that it would 
advertise its "Smog" raincoats in Seventeen, Mademoioelle 
and the New York Times Magazine, media which are also used 
by tht plaintiff. With a kind of oxymoron effect, the 
defendant's copywriters typed outthe heading: "A final and 
conclusive reason why > u should be fighting rain with Smog. 
The advertisement was signed "A Division of the Cable Raincoat 

Company" with .•uiiresses and telephone numbers. 

*• 
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"ii.c plaintiff ii-eadintuly protested the i:jc; of 
"S:~sg" by the dofe. 1 J 2 . 1 t. As n result, the def 2 ad_. 1 t did not 
Co through with its advertising campaign and notified ito 
customers by doable pace advertisements that it would uae 
Si..uc instead an the promised campaign. The advertisement 
expressed the defendant's position in the following mr.ner: 

*Ho-» Important ic n name? Hot very. Or co ue though!; Iiut 
someone doesn't agree with uo. They say our name sounds 
something like theirs. Arid they're fogging“^up the Issue 
by taking us to court about it. Ue'rc not afraid though. Ue're 
going to fight. then. In Court. P.ut because we don't want our 
raincoats to get lost in the legal shuffle, fron nor/ on vo're 
caiHng ourselves Smug." (Ex. Ur). The interference pro¬ 
ceeding in the Patent Office in in suspense pending the 
decision in the case at bar. 

Smog is a fog made heavier and darker by the smoke 
of n city. (Mobster's Hew International Dictionary, 2d ed.) . 

In Roget's Thesaurus "smog" is classified with "fog." "Smog" 
and "fog" are also similar in sound, and they rhyme. The word 


II lae pun itself indicates that the writer may have considered 
"fog" an essential element of the controversy. 
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"smog," itself in nn Ax.eri can neologism from two words, 
"smoke" and "fog." On the other hand, the registered 
trademark is not "cog" but "London Fog" made by The 
Londonto./n Manufacturing Company. There is no doubt that if 
the defendant had chosen as its mark "London Smog" that would 
have born intolerably confusing. See Hancock v. American 
Steel & Hire Co .. 203 F.2d 737 (C.C.P.A. 1953). 

But the defendant, on the one hand, did not include 
"London" in its trademark, end the plaintiff, on the other 
hand, did not register "The Fog." So far as the registe red 
trademark is concerned, what we have in juxtaposition is 
"Smog" against "London Fog." 

The plaintiff contends, however, that its trademark 
protection should be broader than "London l'og" because it has 
used "The Fog" and "F^g" as descriptive of the trademarked 
article itself, a3 a nickname accepted by consumers, and 
also because it has used "The Fog" and "Fog" as marks which 
on their own have attained a secondary meaning. 

A "trademark'' Is any word used by a manufacturer 
to identify his goods and distinguish them from those manu¬ 
factured cr sold by others. 15 U.S.C. § 1127. But the 
plaintiff argues that .although "The Fog" was never affixed 



to good;, a mark v.r.y be dec-.id used in coerce on r.°oda 

v/hen it is pieced on "displays associated thetc./ith. Jd. 

'ilia use of a phrnce in advertisements io not sufficient, 

however, to uake out a trademark use. El c ctr oai c Co e.;u nlcn t. ion n, 

Inc. v. Electronic Cologne.it s f or Ind ustry Co. , 443 F.2d 407, 

492 (0 Cir. 1971; ; Victor T ool & 1 - - V ^-V un 

Avnij r > j_._ Inc . , 299 f. Supp. 860, 074-75 (E.D. hich. I960), 

affd. , 411 F. 2d 792 (6 Cir. 1969); Consumers P etrol cu q.Coj. 

v. Co nsumers Co. of Illi n ois , 169 F.2d 153, 161 (7 Cir. 1948), 

See Generally 3 Cnllcnnn, Unf air Corn et it i on rcdecsrko_nnd 

Ho.^.olios, 5 76.2(c) (3d cd. 19C9) . While a carle cay be 

dao—ed vised on services v/nen it io ucf*d in advertising ouch 

oervicco. there io no similar reference to edvertioing 'dven 

15 U.S.C. 5 1052 

the section refern to trademarks on goods./ Uor io the use 
of "The Fog" no a Homeric epithet to describe the Supenan 
character in the advertisements a trademark use. 

The nlaintiff claims its entitlement to protection 
of the carle "The Foe," because it is a nickname uoed by the 
consuming public. That cay be no, but there has been in¬ 
adequate proof for on explicit finding,which io not surprioing 
In the circumstances. The defendant '0 advertising can conceded 
that the tr ade calls the plaintiff's raincoat "The Fog" (E::. D, 
tr. 74), cr.d that coma retailers cay call the plaintiff'c line 










"the Fee line" (Swain, tr. 10, 11; Coir., tr. 66). Retailers 

are not: consumers. They know whom they buy from and the source 
of the* goods. There L' no such direct" evidence In this case 
as there was in the case that held "Koke" an infringement of 
Coca-Cola's nickname. Coca-Cola Co . v. Ko b e Co. , 235 Fed. 608, 
4U (D. Ariz. 1916), r.ff t d, 256 U.S. 163 (1920). Compare 
similarly Guinness v. Bernuth, 16 F. Supp. 210 (S.D.H.Y. 1923) 
("Dublin Stout"). 

In the trademark field, the precedents are so numerous 
and varied that resort, to categories is often difficult and 
unrewarding. That an infringer is the Devil quoting Scripture 
sometimes cannot be determined until is is found that he is an 
infringer. In this field of lav; more than almost any other, 
the reaction of the trial judge as a person often concludes 
the issue. And sometimes an analogue can be found for a 
decision ei Liter way, leaving the Court with the rather com¬ 
fortable feeling that it is, after all, supported by precedent. 

In spite of the skill with which counsel for the 
defendant has demolished "The Fog" and "Fog" as separate 
trademarks, the question still remains why the defendant 
should go to such lengths co vindie.jte its right to "Smog" 
if it is simply another word like "Smug" and Is rot an 
attempt to tr.ade on the plaintiff's good will. 
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There is rarely no compelling reason for using 
"Smog" ns an arbitrary mark. It is not descriptive nor 
would it connote source. The use of an element of the 
weather as a mark is fanciful. A raincoat is itself not 
a "fog,’ 1 nor does it ever come "on cat feet." Yet a fog may 
conjure up memories of a raincoat. The relation between 
raincoat and vjeather is an association of ideas in the mind 
of the consumer. 

A manufacturer cannot, preempt all weather as his 
exclusive mark, but by using an element in a fanciful sense 
he can appropriate an approximate synonym in popular use. 

If consumers come t:o think of a wire fence as a reminder of a 
cycl one, then a competitor may not remind them of his wire 
fence as a torna do. Hanco c k v, American Steel & Wire Co. , 
supra. The reason is that advertising and trademarks rely 
on impressions. 'Hie consumer docs not memorize the mark. 

He has a feeling ahi.ut it from past exposure. That feeling 
may be vague, subl minal it. is said, but it comes to conscious¬ 
ness when che n.: ich- is seen with the trademark affixed. 

The ultimate test i' , <:f "onrst, whether the public is likely 
to be conf;seu by the similarity of the marks as to the source 
of the goad". t 1.. Payne ProductR C o. y. J ohn son Publishing 
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*71 K..M «JC»! . *>2 (C-.C.P.A. 1971); MaternnUjL*" 1 ™ 

vv^yr_ v lii^X[a.L^^-r• 2V * 33R * 562 (2 clr * 1936); 

Mi_lrr^Sho^^TjiC^- 190 F ‘ ?d C ° ? ’ C ° 3 

(2 Cir. 1952). 

This depends upon the Judgment of whether ordinary 
consumers arc likely in fact to be confused. The Judgment 
can rarely be certain, but a court must try for verisimilitude. 

One of the tests Cor confusing similarity is the 
intent of the second comer, though intent alone would not 
make an infringement of a far-fetched use. Is the second 
error ceaing so close to the mark as to risk confusion? If 
so, why? And if there Is such risk upon whom does the burden 

fall? 

The evidence disclosed that in 1963 the defendant 
hired » nev mc-ch ivdesiug manager to develop a line of rain¬ 
coats tot then h«. ill" marketed by the defendant. It was to be 

a line above tlv budget line v/hich the defendant had been 
selling, and woe.- carer to upstairs departments in department 
stores, rn* her "1 - ' > the easements whore the defendant's 

goods had been s*l. m,. ^ van to le sold at a price less 

• i ■ n • rb ts whatlhe plaintiff 

than »mi* hfphcst-p; ic>'o lm. ^icr t.. wnau f 

... „,. r rnu"i ' The merchandising manager 

vp‘; *ellin$» a* i.* reon t ou ) • 



hii.il an advert to lug n.:rncy tor the now pronntlon, which was, 
jn part, in the* hands of Elias Get.'-, who wan called ac a 

wit net', s by tho plaintiff. 

frcclv conceded that he had known of Lonoon 

Tog raincoats since 1950 and that lie knew the trade referred 
to theta as "Fog." (tr. 65-66). lie knew that the defendant's 
product wis to be competitive with the plaintiff s, except as 
to price, and that it war. to be sold in the came departments 
of the department stores. He was looking for a brand name 
that would have the quality of "nemorsbility" (tr. 71). The 
name "Fog" he conceded had memorability because the plaintiff, 
Londontovn, "(is) probably one of the four or five largest 
advertisers in the soft goods trade, and I would say it has 
memorability because of the amount of money that they have 
spcn f . to give it that memorability." (tr. 71). It was his 
opinion that "words like rain, enow, fog, because they are part 
of the everyday vocabulary . . . nuy or may not generally have 
memorability unless you invest behind then" (tr. 71). 


V 


\fter rhe luncheon recess, Mr. Getz testified that he had 
lulmtown had created memorability for London 

"Fig." (tr. 73). 


laoant 
• c*j, | 


that 

but n.u. 


i./r 





r,ct to u tbn "{hr roits w<*re rnaent1al1y the sair..* 
vlpu.illv -- they looked the* saxe, and that ours would be at 

1 

, a lower price" (tv. 81-83). He also knew that the label 

would not show Cable as the manufacturer, nor would the 
hang tag .at tached to the coat (Fx. 20C). 

There is, thus, no excuse tendered for the use of 
"Smog" except its purported quality of memorability. Uhy 
"Smog" should be more memorable than, let us say, "Tempest" 
or "Hurricane" or "Cloud" is not clear. If some element 
of weather was sought ns a fanciful mailt, there were probably 
others unappropriated that sounded less like "Fog." Get?: 

• v recognized that memorability would be attained, in any event, 

only by extersive advertising of the brand. 

The plaintiff had, concededly, spent over 4.8 
million dollars in advertising in the five years prior to the 
defendant's adoption of the mark here in issue during which 
tine it had sold over 120 million dollars worth of coots 
j bearing the "London Fog" mark (Ex. 1; Stip. tr. 2). 

j Since {.umbers of the public do not buy a raincoat 

\ cv'c ry week or even ev.ry season, there is no way of proving 

t 

that "Fog" is a; least as predominant in memory as "London." 

5 The shorthand ire ** f "The Fog" by the trade is some indication, 
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hewevc: , cii.it t! is i convenient abbreviation and mav well 
strike th*’ consume r an pivdomi nant . Although l'°R alone 
is not the nark, I think in the context, as we have seen, 
o£ a sitnl lar-looblng coat with a "Smog" label and no manu¬ 
facturer's name, there is risk of confusion that the coat 
is. i.ude by the same manufacturer. 

As the Court of Appeals has said, it is hard to 
see why a second corner would come so close unless he wanted 
to "obtain some advantr.ee from the trade which [the plaintiff 1 
ha d built up." j HI os Ch ocs, Inc, v. R.il. Kacy Co., Inc ., 
r.ujnr, 199 K.L'd at 003. Here, the dress of the product is 
substantially the same, the brand name of the same genus, 
and the name of the manufacturing defendant obscured in 
anonymity. 

In such circumstances I must lean in favor of the 
plaintiff. As Judge Learned Hand wrote long ago: 


% 


"Of course, the burden of proof 
always rests upon the moving party, but having 
shown t tie adoption ol n. similar trade na.'.i 2 , 
arbitraly In character, 1 cannot see why 
t.ncceU. icn as to the ctrance ihat it wilL 
eause coni vision snould oe «.t the expense of the 
t.vii i'i ''n the field. lie has the right to 
),!<•> ’■'at others in unking up their arbitrary 


certainly keep aw. j/ from his 


,ia nor. hat.Id sc , - 

cu - . i c'-t r . .“} to r..'it : e no guest. ion. j,«.i bp . t 

Ph -'-i „rp' fo. v. unit .Vi Civ. 1 cal Corporat ion, 
- v.—.. -* !«-.cs , 


. 1 .“.. Mo (b.h.U.Y 


U> 




Jf . n cl in this circuit (although 
The rule is quite cU~- 

1 Mffleult'l "that the second conor 

its application is societies oifacult) 

, ^ prr> his product as to avoid all 
has a duty to so urw.i? and d.ess 1 

n i '* n it with the product of the 
likelihood of considers conf - 

flr st comer." 

7W , m (2 CU, 1960); 

Pens. me ., '.70 F.2d 609 (2 cir. 1972). 

. lUn-r its Roods because ot 
If the defendant in selling ” 

their value, it 1. 1» ^ir competition. « « ^ h “' l " 
addition, to build up a marl: coanotlns that It la the 

nourcc of the good,. It should do ao by « uaro c «i 

. if "Sirup" scents to achieve that en 
exclusive to itself. bnu » 

. , rotcnet in- equitable considerations, 

Oa the basis of competing i 

i i ..iff w m lose more if I 8 «k* the 
i \„ eYitit- th» plaintiff win 

1 conclude that rn- I . _ p 

, thnn t he defendant will lose 
„ i i it. cl anRe of vowel, than rue 
defendant: Us ct.an b e n _ 

. „ that Its motives are as pure ao has 

if 1 deny it, assuming ^ 

r rtnnt- las es on that: aosunpt 1 
, iip defendant u 

been affirmed. All tl.e , 

i nt b 03 t, be only ^lio ut V 
„ the use of a mark that coulu. at 

« ^at-q There should be 
better as a mnemonic device for raincoat . 

----- tat'on of its o\m nr 

2/ “SsS!? SU 

5»»* 2Ul F<2J 0t 75,1 
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no adverse effect on its fair co.rpet.itic.i with the plaintiff. 

Hi 2 di-fcndr.nt will he enjoined from using "Stcog" 
as a tvadcLir.rU fer raincoats, but it tcay continue to use . 
"Snug." 

The foregoing shall constitute the findings of 
fact and conclusions of law pursuant to Fed. R. Civ. P. 52(a) 


March 5, 1974. 




u.s.n.J. 
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